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Status 

1)M Responsive to communication(s) filed on 06 August 2004 
2a)M This action is FINAL. 2 b)Q This action is non-final 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 o.G. 213. 
Disposition of Claims 

4) [X] Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1>n iTnTTTl Sh6et(S) indUdin9 C ° rreCti0n " reqUired if the draV ^< s > is objected to. See 37 CFR 1 121(d) 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 119(aWd) orfft 
a)D All b)Q Some * c)P None of: W W " 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No 

3-D Copies of the certified copies of the priority documents have been received in this^ional Stage 

application from the International Bureau (PCT Rule 17 2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . Claims 1 -7 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Spencer 
et al. (US 5,633,41 9) for the reasons set forth in item 3 of the Office action mailed 
3/22/2004. 

2. Claims 1-3 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Marchand et al. (US 4,910,272) for the reasons set forth in item 4 of the Office action 
mailed 3/22/2004. 

3. Claims 1 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Heinrich et al. (US 5,292,837) for the reasons set forth in item 5 of the Office action 
mailed 3/22/2004. 

4. Applicant's arguments filed 8/6/2004 have been fully considered but they are not 
persuasive. 

Applicants' traversal of all three rejections rests on essentially the same premise, 
i.e., that differences in the manner in which the reference catalyst was made would 
necessarily place such processes outside the scope of the claims. Firstly, applicants' 
various arguments pointing out that the reference catalysts include additional 
components not specified in the claims is wholly irrelevant because the instant catalyst 
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is not limited to the components specified in the claims. Furthermore, the instant claims 
are directed neither to catalysts nor methods of making catalysts, but rather to methods 
of making a polymer. The required polymer has selected properties within broad 
ranges, and the required catalyst includes a single limitation set forth as product-by- 
process. Regarding the claimed polymer properties, applicants have not traversed the 
prior holding that any claimed properties which have not been reported in the applied 
reference would be inherent. Regarding the scope of catalysts which fall within the 
claimed scope, it is repeated that the record includes no evidence or basis to believe 
that the additional contact conditions specified in the product-by-process portion of the 
claims (directed to the making of the catalyst) would exclude the reference pS^^^ S 
from the broad scope of the claims. Applicants are reminded of the following regarding 
limitations set forth as product-by-process (i.e., the catalyst of the instant claims): 
MPEP2113: 

"The Patent Office bears a lesser burden of proof in making out a case of prima facie 

° r pr ° dU ?- by -f rocess claims because °' their peculiar nature" than when a product is claimed 
n the ^conventional I fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 {CCPA 1974? nZ 



use 



Each of the references discloses a method of olefin polymerization comprising the 
of a catalyst made by contacting a Ti(IV) compound with an organoaluminum compound 
in a solvent, furthermore disclosing polymers wherein all of the specifically reported 
properties are within the scope of polymer properties required in the claims. However, 
aside from identifying selected aspects wherein the overall reference methods differ 
from those described in the instant specification, applicants have provided nothing 
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which would provide any basis to conclude that the reference catalysts would be outside 
the scope of all catalysts which include the following method step in their production: 

reacting a Ti(lV) compound with an organic aluminum compound at from -20°C to 50°C in 

a suspension medium for from 0.5 minute to 60 minutes. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roberto Rabago whose telephone number is (571) 272- 
1 1 09. The examiner can normally be reached on Monday - Friday from 8:30 am - 4:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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